PATENT Attorney Docket No.: MP0267 

(13298/11) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Application No. : 10/678,523 Confirmation No. 1345 

Applicant : Sorei HOROVITZ 

Filed : October 3, 2003 

Title : METHOD AND APPARATUS FOR FINDING THE NEXT FREE BIT 

IN A REGISTER 

TC/A.U. : 2193 

Examiner : Chat C. DO 

PETITION UNDER 37 C.F.R. § 1.181 
AND REQUEST FOR REFUND 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

On October 30, 2008, within two months of the action complained of, Applicant 
respectfully petitioned for a refund of extension of time fees paid in the amount of $1 1 10.00 for 
the above-referenced application on the grounds that the Office Action of April 14, 2008 was 
never received and the date for responding should have been reset. On November 21, 2008, the 
US PTO denied the refund request and stated, "It is required at this time to file a petition for the 
refund and submit supported documentation with the request." 

On September 2, 2008, the office of the undersigned checked the status of this application 
in PAIR and, for the first time, became aware of the Office Action of April 14, 2008. Applicant 
filed a response to the Office Action on October 14, 2008, together with a three month extension 
of time fee, in order to avoid abandonment of the application. 
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Atty. Docket No. MP0267 (13298/1 1) 

Application No. 10/678,523 PATENT APPLICATION 

RULE 181 PETITION AND REQUEST FOR REFUND 

The office of the undersigned checked all of the places in the undersigned's firm where 
the missing Office Action would have been ordinarily received and processed, but the Office 
Action was not found. The undersigned also checked monthly docket printouts of due dates 
surrounding July 14, August 14, and September 14 which should show due dates for responding 
to this Office Action but do not. 

Attached hereto are copies of the relevant pages of the monthly docket printouts for the 
dates surrounding July 14, August 14, and September 14. Also attached is a copy of the docket 
printout for August 25, 2008 indicating that a Status Inquiry was due for this application, another 
indication that no Office Action had been received. 

Also attached are two Patent Jacket Data Sheets. The first one was printed on June 20, 
2008, showing a Status Inquiry due on August 25, 2008 as the next item due for this application. 
The other Data Sheet was printed on September 2, 2008, showing the next item due as the 
Amendment in response to the April 14, 2008 Office Action. 

A screen shot of the registry section of the firm docket system showing the scanning of 
this Office Action on September 3, 2008, is shown as further evidence that the Office Action was 
not received prior to September 2, 2008. An e-mail received by the undersigned from the firm 
docket system on September 4, 2008, informing the undersigned of the receipt of the Office 
Action is attached. 
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Application No. 10/678,523 

RULE 181 PETITION AND REQUEST FOR REFUND 



Atty . Docket No. MP0267 ( 1 3298/1 1 ) 
PATENT APPLICATION 



Accordingly, Applicants respectfully request that the extension of time fee of $1 1 10.00 
paid on October 14, 2008 be refunded to the credit card to which it was charged or, alternatively, 
to Deposit Account No. 1 1-0600. 

Respectfully submitted, 
KENYON & KENYON LLP 



Dated: December 1, 2008 



By: /Frank L. Bernstein/ 



Frank L. Bernstein 
Reg. No. 3 1,484 



Customer No. 44990 

KENYON & KENYON LLP 
333 West San Carlos St., Suite 600 
San Jose, CA95110 
Telephone: (408) 975-7500 
Facsimile: (408) 975-7501 
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EXHIBIT 5 



IK 



KENYDN 

LLP 



lilrllacluat Prcp<i*ty Lav 



Patent Jacket Data Sheet 



Printed 6/20/2008 7:33:29 PM 




F, L BERNSTEIN 



Thea K. Wagner 



P49374 US 0 
Client Ref MP0267 
Office SJ 

Title METHOD AND APPARATUS FOR FINDING THE NEXT FREE BIT IN A REGISTER 



Prosecution Particulars 



Renewal Particulars 



Prosecution Status Live - Pending 
Priority Claimed 60/438258 
Parent 60/468004 
Application 10/678523 

Filed On 
Publication 
Allowed 
Grant Fees Paid 
Grant 
Expiry 

Agent KENYON S J. 



06-Jan-2003 United States 
05-May*2003 US 
03-Oct-2003 United States 



Renewal Status Pre-Grant 
Annuity 
Next Due 
Next Cost 

Cost Rest of Life 
Reel/Frame 14771 /0090 



Days Adjusted 0 



Applicant/Regd. 
Inventor 



Parties 

MaWelTrsraeT(MSL) Ltd. 
HOROVITZ. Sorel 



Comm Date 


Communication 7 Action 


Due Date 




Last Date 




Response Filed 




03- 


"Oct- 


-2003 


Declaration Filed 


03- 


-Oct- 


-2003 


03 


-Oct- 


-2003 


OS- 


-Oct- 


-2003 




OS- 


-Oct- 


-2003 


IDS Filed 


OS- 


-Oct- 


-2003 


03 


-Oct- 


-2003 


OS- 


-Oct- 


-2003 




OS- 


-Oct- 


-2003 


Non-Publication Request Filed 


OS- 


-Oct- 


-2003 


03 


-Oct- 


-2003 


03- 


-Oct- 


-2003 




23- 


-Jun- 


-2004 


Assignment Filed 


23- 


-Jun- 


-2004 


23- 


-Jun- 


■2004 


03- 


-Oct- 


-2003 . 




24- 


-Jun- 


-2004 


Recorded Documents Rec'd 


24- 


-Jun- 


-2004 


24 


-Jun- 


-2004 


24- 


-Juri- 


-2004 




28- 


-Jun- 


-2004 


Request Corrected Recordation 


28- 


-Jun- 


-2004 


28 


-Jun- 


-2004 


03- 


-Oct- 


-2003 




28- 


-Feb- 


-2005 


Change of Address Filed 


28- 


-Feb- 


-2005 


28 


-Feb- 


-2005 


03- 


-Oct- 


-2003 




01- 


-Apr- 


■2005 


Power of Atty. Accepted 


01- 


-Apr- 


•2005 


01 


-Apr- 


-2005 


01- 


-Apr- 


-2005 




04- 


-Apr- 


-2005 


Status Inquiry 


04- 


-Apr- 


-2005 


04- 


-Apr- 


-2005 


04- 


-Apr- 


-2005 










2nd Status Inquiry 


04- 


-Oct- 


-2005 


04 


-Oct- 


-2005 


08- 


-Feb- 


-2006 










Response to Status Inquiry 


08- 


-Feb- 


-2006 


08 


-Feb- 


-2006 


08- 


-Feb- 


-2006 




18- 


-Jan- 


•2007 


Restriction Requirement Filed 


18- 


-Feb- 


-2007 


18 


-Jul- 


-2007 


12- 


-Feb- 


-2007 




19- 


-Apr- 


■2007 


Amendment Due 


19- 


-Jul- 


-2007 


19 


-Oct- 


-2007 


19- 


-Jul- 


-2007 




10- 


-Sep- 


•2007 


R116 Response to Final Due 


10- 


-Nov- 


-2007 


10 


-Nov- 


-2007 


13- 


-Nov- 


-2007 




10- 


-Sep- 


■2007 


Notice of Appeal Due 


10- 


-Dec- 


-2007 


10 


-Mar- 


-2008 


13- 


-Nov- 


-2007 




13- 


-Nov- 


-2007 


Appeal Brief Due 


13- 


-Jan- 


-2008 


13 


- Jun- 


-2008 


25- 


-Feb- 


-2008 




25- 


-Feb- 


-2008 


Appin Remanded to Examiner 


25- 


-Feb- 


-2008 


25 


-Feb- 


-2008 


25- 


-Feb- 


-2008 




20- 


-Jun- 


-2008 


Assignment Filed 


-16- 


-May- 


■2008 


16 


-May- 


•2008 


16- 


-May- 


-2008 










Submission of Change of Name 


16- 


-May- 


-2008 


16 


-May- 


"2008 


16- 


-May- 


-2008 




20- 


-Jun- 


•2008 


Recorded Documents Rec'd 
3rd Status Inquiry 


25- 


-Aua- 


•2008 * 


19 
25 


-May- 
-Auq- 


-2008 
-2008 











KENYON 

LLP 



litsllsclual Prcpc-'ty Law 



Patent Jacket Data Sheet 

Printed 9/2/2008 6:30:31 PM 





F. L. BERNSTEIN 













Thea K. Wagner 

P49374 US 0 
Client Ref MP0267 
Office SJ 

Title METHOD AND APPARATUS FOR FINDING THE NEXT FREE BIT IN A REGISTER 



Prosecution Particulars 



Prosecution Status Live -Pending 
Priority Claimed 60/438258 
Parent 60/468004 
Application 10/678523 

Filed On 
Publication 
Allowed 
Grant Fees Paid 
Grant 
Expiry 

Agent KENYON S.J. 



06-Jan-2003 United States 
05-May-2003 US 
03-Oct-2003 United States 



Renewaf l^a^^^^^ 

Renewal Status Pre-Grant 
Annuity 
Next Due 
Next Cost 
Cost Rest of Life 

Reel/Frame 14771/0090 



Days Adjusted 0 



Applicant/Regd. 
Inventor 



Parties^ 

Marvel! Israel (MIS^^^^^ 
HOROVITZ.Sorel 



Comm Date 


Conrimunication / Action 


Due Date 




Last Date 




Response Filed 


03 


-Oct- 


-2003 


Declaration Filed 


03- 


-Oct- 


-2003 


03-Oct- 


'2003 


. 03~Oct- 


-2003 


03 


-Oct- 


-2003 


IDS Filed 


03- 


-Oct- 


■2003 


03-Oct- 


■2003 


03-Oct- 


•2003 


03 


-Oct- 


-2003 


Non-Publication Request Filed ' 


03- 


-Oct- 


•2003 


03-Oct- 


-2003 


03-Oct- 


-2003 


23 


-Jun- 


-2004 


Assignment Filed 


23- 


-Jun- 


-2004 


23-Jun- 


•2004 


03-Oct- 


-2003 


24- 


-Jun- 


-2004 


Recorded Documents Rec'd 


24- 


-Jun- 


-2004 


24-Jun- 


•2004 


24-Jun- 


-2004 


28- 


-Jun- 


•2004 


Request Corrected Recordation 


28- 


-Jun- 


•2004 


28-Jun- 


■2004 


03-Oct- 


-2003 


28- 


-Feb- 


-2005 


Change of Address Filed 


28- 


-Feb- 


-2005 


28-Feb- 


•2005 


03-Oct- 


-2003 


01 


-Apr- 


-2005 


Power of Atty, Accepted 


01- 


-Apr- 


■2005 


01-Apr- 


•2005 


01-Apr- 


•2005 


04- 


-Apr- 


-2005 


Status Inquiry 


04- 


-Apr- 


■2005 


04-Apr- 


-2005 


04-Apr- 


•2005 








2nd Status Inquiry 


04- 


-Oct- 


-2005 


. 04-Oct- 


-2005 


08-Feb- 


-2006 








Response to Status Inquiry 


08- 


-Feb- 


■2006 . 


08-Feb- 


•2006 


08-Feb- 


-2006 


18- 


-Jan- 


-2007 


Restriction Requirement Filed 


18- 


-Feb- 


■2007 


18-Jul- 


•2007 


12-Feb- 


-2007 


19- 


~Apr- 


-2007 


Amendment Due 


19- 


-Jul- 


-2007 


19-Oct- 


-2007 


19-Jul- 


-2007 


10- 


-Sep- 


-2007 


R1 16 Response to Final Due 


10- 


-Nov- 


-2007 


10-Nov- 


•2007 


13-Nov- 


-2007 


10- 


-Sep- 


-2007 


Notice of Appeal Due 


10- 


-Dec- 


-2007 


10-Mar- 


-2008 


13-Nov- 


-2007 


13- 


-Nov- 


-2007 


Appeal Brief Due 


13- 


-Jan- 


-2008 


13-Jun- 


•2008 


25-Feb- 


-2008 


25- 


-Feb- 


-2008 


Appin Remanded to Examiner 


25- 


-Feb- 


-2008 


25-Feb- 


•2008 


25-Feb- 


-2008 


20- 


-Jun- 


•2008 


Assignment Filed 


16- 


-May- 


-2008 


16-May- 


•2008 


16-May- 


-2008 








Submission of Change of Name 


16- 


-May- 


-2008 


16-May- 


-2008 


16-May- 


-2008 


20- 


-Jun- 


-2008 


Recorded DocumentsRetfd 








19-May- 


-2008 






14- 


-Apr- 


•2008 


AWiendrngnt ©ye; 


14- 


-Jul- 


-2008 


14-Oct- 


-'2008, 
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EXHIBIT 7 



Wagner, Thea 



From: Bernstein, Frank 

Sent: Thursday. September 04, 2008 6:27 AM 

To: Wagner, Thea 

Subject: FW: Incoming Mail 



From: system@lpss,system[SMTP:SYSTEM@IPSS.SYSTEM] 
Sent: Thursday, September 04. 2008 6:27:27 AM 
To: Bernstein, Frank 
Subject: Incoming Mail 
Auto forwarded by a Rule 



Incoming mail received on 3 Sep 2008 

View EPO Letter Received Client No: 12834 (VeriSign:Telecommunication Services) Matter No: 110159 

View Filing Receipt Rec'd Client No: 14093 (YAHOO! INC) Matter No: 4537 

View Filing Receipt Rec'd Client No: 13335 (Cadence Design Systems. Inc.) Matter No: 7081 

View Z^OA Client No: 13298 (Marvell Semiconductor. Inc.) Matter No: 1 1 



11/26/2008 



